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DETAILED ACTION 



Notice to Applicant 

1. Claims 1-23 have been examined. 



Specification 

2. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

A. In the present case, the abstract is slightly too long. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1-8, 13, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Mitcham (US Pat# 5,537,315, hereinafter Mitcham). 

A. As per independent claim 1, Mitcham discloses an automobile insurance 
contents setting system that is configured to: 

request an insurant to submit his/her driving behavior, based upon an application 
for automobile insurance for which the insurant has specified coverage and 
indemnity (Mitcham: col 4, Ins 13-14; col 5, Ins 1-36, behavior reads on "...how 
the car is driven..."; col 5, Ins 58-65, "levels of coverage" read on by coverage 
and indemnity, see also Fig 3E, item 244; Figs 5, 6, 7, 8, 9, 10; col 7, Ins 55-58, 
behavior reads on "...driving history, claims history..."); 

evaluate the driving behavior submitted by the insurant (Mitcham: col 8, Ins 1-23; 
Fig 3G, item 302); 

and 

calculate a premium of the automobile insurance in accordance with the 
evaluated driving behavior of the insurant (Mitcham: col 4, Ins 14-18; col 8, Ins 
10-14; Fig 3G, item 312). 
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B. As per independent claim 2, it comprises substantially the same features 
disclosed by Mitcham in the rejection of claim 1 above, with the additional steps 
disclosed by Mitcham of: 

submitting the calculated premium to the insurant (Mitcham: col 6, Ins 20-24; col 
8, Ins 37-47, i.e. "print quote"); 

charging the premium in the insurant database to the insurant, based upon the 
application for automobile insurance (Mitcham: col 6, In 61 to col 7, In 42); 

and 

entering a conclusion of a contract of the automobile insurance into the insurant 
database based upon payment of the premium by the insurant (Mitcham: col 6, 
Ins 25- 34; col 8, In 62 to col 9, In 9; Fig 14). 

C. As per dependent claims 3-6, Mitcham discloses an automobile insurance 
contents setting system according to claim 1, wherein the driving behavior of the 
insurant to be submitted by the insurant includes 

(claim 3) a driving history of the insurant (Mitcham: col 7, Ins 55-58). 
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(claim 4) a traffic violation record of the insurant (Mitcham: col 5, 23-26; Fig 7). 

(claim 5) a traffic accident record of the insurant (Mitcham: col 5, 27-29; Fig 8). 

(claim 6) a total distance driven by the insurant (Mitcham: col 5, Ins 32-36; Fig 10, 
item 1002, reads on "TO/FROM WORK"). 

D. As per independent claim 7, it recites substantially the same features of claim 1 
and is rejected for the same reasons with the exception that "driving behavior" in claim 1 
is changed to "driving condition" in claim 7. Mitcham discloses this feature as well: 

request an insurant to submit his/her driving condition (Mitcham: col 5, Ins 32-36, 
reads on "...how the car is driven..."), 

E. As per independent claim 8, it recites substantially the same features of claim 2 
and is rejected for the same reasons with the exception that "driving behavior" in claim 2 
is changed to "driving condition" in claim 8. Mitcham discloses this feature as well: 

F. As per dependent claims 13 and 14, Mitcham discloses an automobile insurance 
contents setting system according to claim 7, wherein the driving condition of the 
insurant to be submitted by the insurant includes 
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(claim 13) an area in which the insurant principally drives an automobile. 



(claim 14) a dedicated use of an automobile to commutation to and from work (for 
both claims, see Mitcham: col 5, Ins 32-36; Fig 10, item 1002, reads on 
"TO/FROM WORK"). 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 9-11 and 15-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mitcham in view of McMillan et al (US Pat# 5,797,134, hereinafter 



McMillan). 
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A. As per claims dependent 9-1 1 , Mitcham fails to explicitly disclose these features, 
however, they are well known in the art as evidenced by the teachings of McMillan who 
discloses 

an automobile insurance contents setting system according to claim 7, wherein 
the driving condition of the insurant to be submitted by the insurant includes 

(claim 9) a limited time of day to the night hours during which the insurant 



drives an automobile (McMillan: col 6, In 38, item "C"). 



(claim 10) 



a level of maintenance conditions of an automobile of the insurant 



(McMillan: col 9, 38-42, the Examiner considers sensing of tire 



pressure to be a type of level of maintenance.). 



(claim 11) 



the number of occurrences of engine trouble of an automobile of 



the insurant (McMillan: col 9, 38-42, the Examiner notes that engine 



trouble is a condition requiring roadside assistance which would be 



sensed and documented by the system.). 



It would have been obvious at the time of the invention to one of ordinary skill in 
the art to incorporate the teachings of McMillan with those of Mitcham with the 
motivation of basing insurance charges on actual driving characteristics of a particular 
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vehicle and a particular driver's driving behavior, thus allowing frequent adjustments to 
the insured's premium based on these characteristics, which would further allow 
insurance premium charges to be under greater control of the individual 
consumer/driver (McMillan col 3, Ins 47-57). 

Note: In the claim rejections which follow combining the teachings of Mitcham and 
McMillan, the same motivation to combine the teachings as provided above for claims 
9-1 1 apply and will not be repeated. 

B. As per claim independent 15, Mitcham discloses an automobile insurance 
premium setting system that is configured to: 

calculate a basic premium, based upon an application for automobile insurance 
for which an insurant has specified coverage and indemnity, the basic premium 
being invariably determined in accordance with the indemnity of the automobile 
insurance (Mitcham: col 4, Ins 14-18; col 8, Ins 10-14; Fig 3G, item 312); 

request the insurant to submit his/her driving behavior (Mitcham: col 4, Ins 13-14; 
col 5, Ins 1-36, behavior reads on "...how the car is driven.,."; col 5, Ins 58-65, 
"levels of coverage" read on by coverage and indemnity, see also Fig 3E, item 
244; Figs 5, 6, 7, 8, 9, 10; col 7, Ins 55-58, behavior reads on "...driving history, 
claims history..."); 
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Mitcham fails to explicitly disclose the remaining features of the claim, however, 
these features are well known in the art as evidenced by the teachings of McMillan who 
discloses 

estimate an additional premium based upon the driving behavior submitted by 
the insurant; 

provisionally collect a premium payable calculated by adding the basic premium 
and the additional premium (for both features, see McMillan: col 4, Ins 7-12; col 
10, Ins 8-44); 

determine driving behavior points and safe driving points, the driving behavior 
points being counted each time when actual driving behavior of the insurant 
deviates from criteria determined based upon the driving behavior submitted by 
the insurant, and the safe driving points being counted each time when the actual 
driving behavior of the insurant deviates from safe driving criteria submitted to 
the insurant in advance; 



and 
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combine the driving behavior points and the safe driving points into demerit 
points to calculate an actual additional premium corresponding to the demerit 
points, and balance a difference between the estimated additional premium and 
the actual additional premium upon expiration of the automobile insurance (for 
the last two features, see McMillan: col 4, In 60 to col 5, In 9; col 10, Ins 24-44). 

C. As per independent claim 16, Mitcham discloses an automobile insurance 
premium setting system that is configured to perform the steps of: 

entering insurance contents into an insurant database, based upon an 
application for automobile insurance for which an insurant has specified 
coverage and indemnity by selecting among coverages and indemnities stored in 
an automobile insurance contents database (Mitcham: col 4, Ins 13-17; col 5; col 
5, Ins 58-65, "levels of coverage" read on by coverage and indemnity, see also 
Fig 3E, item 244; Figs 5, 6, 7, 8, 9, 10; col 7, Ins 55-58); 

The remaining features substantially recite the features of claim 15 and are thus 
rejected for the same reasons provided above for claim 15. 

D. As per independent claims 17, 21, 22, 23 they are rejected for the same reasons 
provided above for claim 15. 
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E. As per independent claim 18, it is rejected for the same reasons provided above 
for claim 16. 

F. As per claim 19, Mitcham fails to discloses the features of this claim, however, 
these features are well known in the art as evidenced by the teachings of McMillan who 
discloses 

an automobile insurance premium setting system according to claim 15, wherein 
the driving behavior points concern 

speeding (McMillan: col 9, Ins 58-60, item "1."), 

abrupt braking (McMillan: col 10, Ins 3-4), 

abrupt steering (McMillan: e.g. col 8, In 2, "skid"; In 11, "lateral acceleration"; In 
12, "sudden rotation of vehicle"), 

abrupt acceleration (McMillan: col 8, In 1, "rapid acceleration"), 



and 
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zigzagging abrupt steering (McMillan: e.g. col 8, In 2, "skid"; In 11, "lateral 
acceleration"; In 12, "sudden rotation of vehicle"). 

G. As per claim 20, Mitcham discloses an automobile insurance premium setting 
system according to claim 15, wherein the safe driving points concern 

traffic accidents (Mitcham: col 5, 27-29; Fig 8), 

traffic violations (Mitcham: col 5, 23-26; Fig 7), 

and 

neglecting periodical automobile inspections (Mitcham: col 7, In 55-61, the 
Examiner notes that a department of motor vehicles report would include 
overdue inspections). 

Mitcham fails to explicitly disclose the remaining features of the claim, however, 
these features are well known in the art as evidenced by the teachings of McMillan who 
discloses 

long-sustained driving (McMillan: col 9, Ins 60-61). 



Application/Control Number: 10/099,903 Page 13 

Art Unit: 3626 

8. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Malin et 
al (US PG Pub# 2002/0007289, hereinafter Malin). 

A. As per claims dependent 12, Mitcham fails to explicitly disclose these features, 
however, they are well known in the art as evidenced by the teachings of Malin who 
discloses an automobile insurance contents setting system according to claim 7, 
wherein the driving condition of the insurant to be submitted by the insurant includes 

the number of repairs of an automobile of the insurant (Malin: [0037]; Fig 2, item 
275; [0044], note the "historical repair data record" database and its being in 
communication with other insurance-related entities). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the teachings of Malin with those of Mitcham with the motivation 
of improving customer satisfaction with the overall insurance process thus avoiding the 
costs of re-acquiring dissatisfied customers (Malin: [0008]-[0011]). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not applied art discloses systems for automatically 
processing requests for insurance policy quotes. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin A. Gottschalk whose telephone number is (571) 
272-7030. The examiner can normally be reached on Mon - Thurs 8:30 -6 and alternate 
Fri 8:30 - 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571) 272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




MG 

09/01/2006 




